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Before C ssel, Seeherman and Hanak, Adm nistrative
Trademar k Judges.

Opi ni on by Seeherman, Adm nistrative Trademark Judge:

Pl an- A-Day Enterprises, Ltd. seeks to register DAILY
PLANNER for “mai|l order catal og services featuring
stationery and related gift itens, especially desk
accessories, globes, atlases, travel clocks and tinmepieces;
conmputerized on-line retail services featuring stationery

and related gift itens, especially desk accessories,



gl obes, atlases, travel clocks and tinepieces.”? When the
Trademar k Exam ning Attorney refused registration pursuant
to Section 2(e)(1) of the Trademark Act, 15 U. S.C
1052(e) (1) on the ground that the applied-for termwas
merely descriptive because it was generic, applicant
anended its application to seek, in the alternative,

regi stration under the provisions of Section 2(f) of the
Act. The Exam ning Attorney maintained the Section 2(e)(1)
refusal, and essentially rejected the claimof acquired

di stinctiveness on the basis that the wording is generic.

When the refusal of registration was made final,
applicant filed the instant appeal.

Bot h applicant and the Exam ning Attorney have fil ed
appeal briefs; an oral hearing was not requested.

It is the Examning Attorney’'s position that DAILY
PLANNER is a generic termfor sone of the goods sold by
applicant through its mail order and on-line retai
services, and therefore the termis not only nerely
descriptive of applicant’s services, but is generic for
them and as such not registrable pursuant to Section 2(f).

The Board recently had occasion to consider the

genericness of THE DAILY PLANNER in a conpani on application

! Application Serial No. 75.807,555, filed Septenber 24, 1999,
and asserting a bona fide intention to use the mark in comerce.



filed by applicant for the same services. The mark in that
case was for the words THE DAILY PLANNER witten around a
central “DP” witten in upper case script, all of which
appears on a scall oped circul ar background to create an
overall inpression of a seal or inprint. The issue in that
case was whet her a disclainmer of DAILY PLANNER was
warrant ed because the termwas generic, or whether it had
acquired distinctiveness, and therefore the issue in this
case and that in the conpanion case is the sane. The Board
found that THE DAILY PLANNER is generic for applicant’s
services, and affirnmed the requirenent for a disclainer.

In re Plan-A-Day Enterprises, Ltd., Serial No. 75/807, 556
(TTAB July 3, 2002).

Appl i cant has acknow edged that the mark DAILY PLANNER
is “substantially the same” as THE DAILY PLANNER, differing
only with regard to the article THE. In fact, applicant
relied on a declaration originally submtted in connection
with the THE DAILY PLANNER application to prove the subject
mar k has acquired distinctiveness. Response filed August
11, 2000. Accordingly, we think it appropriate to quote

fromthe Board s opinion in the appeal of Application



Serial No. 75/807,556 on the issue of whether DAILY PLANNER
is generic, and will do so throughout this decision.?

First, with respect to the issue of whether DAILY
PLANNER i s nmerely descriptive of applicant’s services,
there is no question that “daily planner” is a generic term
for stationery that is an organizer. As evidence of the
genericness of “daily planner” for such goods, the
Exami ning Attorney has submitted copies of third-party
registrations in which “daily planner” is listed as an item
in the identifications of goods; excerpts fromvarious
websites in which “daily planners” are listed as a type of
product ;3 and excerpts of articles taken fromthe NEXI S
dat abase which refer to “daily planner” in a generic
manner.* In addition, the Exam ning Attorney has pointed to
applicant’s own subm ssions in connection with its Section
2(f) declaration, which indicate that in 1994 it produced a

“Filofax Organizer Catalog.” Oher catal ogs referenced in

2 This decision issued after applicant’s brief in the present

appeal was filed.

® “Plan-1t Systensa-recycled, refillable line of daily planners
and cal endars sone of which feature NatureTexa fabric covers”
(http://greencul ture.conl ps/pp_planner htni};“Use an organi zer or
daily planner to keep track of your shopping list, receipts or
speci al dates” (http://shopping.altavista.conf nav.sdc?n=19200).

* “For Christmas this year, ny nother received a book bag,

not ebooks and a full-tuition college scholarship.” (“The Houston
Chronicle,” Novenber 4, 2000); “Cet yourself a daily planner and
elimnate all those wall cal endars, pocket rem nders and assorted
notes on the refrigerator.” (“Chicago Daily Herald,” January 1
1998) .



and submtted with the declaration also promnently feature
organi zers/ desk diaries.®

Thi s evidence establishes that DAILY PLANNER descri bes
a central characteristic of applicant’s services, i.e.,
that one of the categories of itens sold through and
featured in applicant’s mail order catal og and on-1ine
retail services is a “daily planner.” A mark is nerely
descriptive if it imrediately conveys information
concerning a quality, characteristic, function, ingredient,
attribute or feature of a product or service. Inre
Venture Lendi ng Associ ates, 226 USPQ 285 (TTAB 1985).
Accordingly, we have no doubt that DAILY PLANNER is nerely
descriptive of applicant’s services.

Applicant has pointed to certain third-party
registrations in which the Ofice has registered for
services, wthout any disclainer, nmarks containing a word
which is “clearly generic for a type of goods typically
sold at the store.” Brief, p. 12. As this Board stated in

t he opinion in the conpani on application:

> Although we recogni ze that applicant’s application is based on

an intention to use the mark, rather than use, in view of
applicant’s reliance use of the mark THE DAILY PLANNER and its
claimof acquired distinctiveness based on such use, it is
appropriate for us to consider the nature of the services in
terms of the way THE DAILY PLANNER and design nmark is actually
used.



We can give little weight to the third-party

regi stration which applicant has submtted in

whi ch, although a certain type of product sold by

the retailer is named in the mark, no discl ai mer

was required. It is readily apparent that itens

such as “lettuce,”® when used in connection with

restaurant services, or “buckles,”’ when used in

connection with clothing store services, do not

name a central characteristic or basic feature of

t he services invol ved.

Further, in sone of the registrations the so-called
generic termis not used in a generic fashion. See, for
exanpl e, Registration No. 2,268,803 for LASER LOU S, where
LASER is used as a nodifier of the name LOU, and
Regi stration No. 1,453,642 for DONT GLUE IT...SCREWIT for
di stributorship services in the field of netal fasteners,
where SCREWis used as a verb, not a noun.

This brings us to the question of whether DAILY
PLANNER has acquired distinctiveness such that it is
regi strabl e under the provisions of Section 2(f). The
Exam ning Attorney takes the position that the termis
generic for applicant’s identified services, and therefore
not only is applicant’s evidence insufficient to prove

acquired distinctiveness, but it is incapable of

di stingui shing applicant’s services fromthose of others.

® Registration No. 1,672, 175.
" Registration No. 1,733,841 for THE BUCKLE



Bef ore di scussing the central issue in this appeal,
whet her DAILY PLANNER is generic for the identified
services, we think it appropriate to review the evidence of
acquired distinctiveness submtted by applicant. As noted,
this evidence consists of a declaration that was subm tted
in connection with a compani on application for THE DAILY
PLANNER and design for the sanme services. Although the DP
and seal effect of the conpanion mark create sonething of a
di fferent commercial inpression, we have consi dered
applicant’s evidence with respect to the use of that mark.
The decl aration by Howard Pol | ack, applicant’s president,
states that applicant has used the term THE DAILY PLANNER
as a mark or as part of a mark since 1990. Applicant has
provi ded sal es and advertising figures for only the years
1996 through 1999, to wit: sales under the mark were
$150, 000 in 1996, $275,000 in 1997, $550,000 in 1998 and
$860, 000 in 1999, and advertising costs relating to THE
DAI LY PLANNER nmark were $22,000 in 1996, $27,000 in 1997,
$70,000 in 1998 and $160,000 in 1999. The only evidence as
to the nature of applicant’s advertising are catal ogs.

Even if we assunme that DAILY PLANNER i s not generic
for applicant’s services, it is, at the very least, highly
descriptive, since it is generic for a category of goods

whi ch are offered through applicant’s services. In view



t hereof, the evidence of acquired distinctiveness applicant
has provided regarding its use of various THE DAILY PLANNER
marks is sinply insufficient to denonstrate that DAILY
PLANNER has acquired distinctiveness as a mark. Al though
applicant’s sal es have grown since 1996, even the $860, 000
in sales in 1999 is not particularly | arge when seen in the
context of the highly descriptive nature of the mark. Nor
are the advertising figures. 1In general, the greater the
degree of descriptiveness the termhas, the heavier the
burden to prove it has acquired distinctiveness. See
Yamaha I nternational Corp. v. Hoshino Gakki Co. Ltd., 840
F.2d 1572, 6 USPQ2d 1001 (Fed. Cir. 1988).

This brings us to what applicant has characterized as
the principal issue on appeal, i.e., whether DAILY PLANNER
is generic for mail order and online retail services
featuring the sale of stationery and related gift itemns.

The comments of the Board in the appeal of the
conpani on application are applicable here as well:

Applicant contends that the Exam ning Attorney

has failed to offer any evidence that THE DAILY

PLANNER i s generic for applicant’s services.

| nst ead, applicant argues, all of the evidence is

directed to the question of whether the term

“daily planner” is generic for a type of goods,

nanmely, organizers. Applicant insists that

al though a termmay be generic for a type of

goods sold by a retailer, it cannot sinply be

concl uded, without further evidence, that the
termis also generic for retail sale services



featuring those goods. Applicant argues, there
is no show ng that “daily planner” is a conmmonly
used generic termfor a store featuring the sale
of organi zers.

Applicant clainms that [the] Bonni Keller case
relied on by the Exam ning Attorney [In re Bonn
Keller Collections Ltd., 6 USPQ2d 1224 (TTAB
1987)] does not support the broad application of
the principle that a termwhich is generic for a
type of goods is also generic for retail store
services [or mail order catal og services and
conmputerized on-line retail services] featuring

t hose goods. Applicant notes that in the Bonni
Kel |l er case the mark was LA LI NGERIE and there
was evi dence of record that retail stores selling
lingerie were called “lingerie” shops or stores.
6 USPQ2d at 1226. Here, applicant notes, there
is no evidence that “daily planner” is a comonly
used termfor a type of store and thus the Bonn
Kel l er case is not applicable.

Applicant further argues that the controlling
decision in this case is In re Seats, 757 F.2d
274, 225 USPQ 364 (Fed. Cir. 1985) in which,
according to applicant, the Court found a show ng
of genericness of the term SEATS in relation to
chairs or bleachers insufficient to show that it
was al so generic for the service of selling seats
at various events. Applicant insists that the
same is true here; that whether or not DAILY
PLANNER may be generic for particul ar goods,
there is no showing or evidence that it is
equally generic for the recited retail services.

* % %

As a general principle a termwhich is a generic
nane for a central characteristic of a service is
i ncapabl e of distinguishing the services from

i ke services of others. See In re Bonni Keller
Col l ections Ltd., supra (LA LINGERI E held

i ncapabl e of distinguishing applicant’s retai
store services in the field of lingerie); Inre
Wckerware, Inc., 227 USPQ 970 (TTAB 1985)

(W CKERWARE hel d i ncapabl e of functioning as a
service mark to identify applicant’s nmail order
and distributorship services in the field of



wi cker furniture and accessories); In re Half
Pri ce Books, Records, Magazines, Inc., 225 USPQ
219 (TTAB 1984) (HALF PRI CE BOOKS RECORDS
MAGAZI NES hel d i ncapabl e of designating origin).

Wi | e applicant argues that there is no evidence
that “daily planner” is a commonly used termfor
a store featuring the sale of organizers, we do
not find specific evidence of the prior use of
the termin a generic manner for stores of this
type [or for catal og services and on-line retail

services] necessary. It is true that in the
Bonni Kell er case, there was actual evidence on
the use of the term*®“lingerie” in connection with

the stores selling these goods, as well as the
goods per se. But the sanme did not hold true in
the Wckerware case. There the evidence was of
use of the term*®“w ckerware” generically with
respect to products made of w cker; fromthis
evi dence the Board concluded that “the term

‘W ckerware’ is as incapable of distinguishing
the services of selling wicker as it is for the
products thenselves.” 227 USPQ at 971. The
Board went on to state:

That the evidence which the Exam ni ng
Attorney introduced does not
specifically denonstrate use in
connection wth services does not

di ssuade us fromour conclusion as it
i s obvious that the only conceivabl e
significance of the termin relation to
the service of retail selling is to

i nform prospective custoners that the
services involve the sale of

W ckerwar e.

Id. At 971.

The critical issue in determ ning genericness of
a termunder any circunstances i s whether nenbers
of the relevant public would primarily use or
under st and the designation sought to be
registered to refer to the genus or category of
goods or services in question. See H Marvin

G nn Corp. v. International Association of Fire
Chiefs, Inc., 782 F.2d 987, 228 USP%28 (Fed. Cr

10



1986). In naking this determnation in this
case, we nust follow the two-step inquiry set
forth in Marvin Gnn and reaffirned by the Court

inlInre Anerican Fertility Society, 188 F.3d
1341, 51 USPQ@d 1832 (Fed. Gr. 1999), nanely:
(1) Wat is the genus or category of
services at issue?, and
(2) |Is the designation sought to be
regi stered understood by the rel evant
public primarily to refer to that genus
of category of services.

As we stated previously, and as the Board found in the
conpani on application, the evidence denonstrates that
“daily planner” is a generic nane for a type of stationery
item and that this itemis a feature of applicant’s
identified mail order and on-line retail services. Thus,
we find that the term DAILY PLANNER i s a generic nane for a
central characteristic of applicant’s retail services. The
category of services at issue herein is mail order or on-
line retail services featuring daily planners. DAILY
PLANNER, when used in connection with such services, would
be understood by the rel evant purchasing public as
referring to retail services in which such products are
featured

Finally, applicant’s reliance on In re Seats, Inc.,
supra, is msplaced. As the Board explained in the

conpani on case:

[ T]he Court clearly drew a distinction between
the generic use of the term“seats” for chairs or

11



couches or bl eachers and the non-generic use of
the termin connection with reservation services,
as opposed to the selling of seats per se, “as
woul d for exanple a furniture nerchant.” 225
USPQ at 368. No such distinction can be made
here; applicant is selling the very product that
the term THE DAILY PLANNER nanes.

Decision: The refusals on the grounds that DAILY
PLANNER is nmerely descriptive of applicant’s services and
that it has not acquired distinctiveness, and that the term
is generic, are affirned.
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